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Discussion Topics
Substantive Impact
Procedural Impact
Impact on Patent Prosecution
Impact on Patent Litigation
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Quick Synopsis of KSR v. Teleflex
Question Presented:

Whether the Federal Circuit has erred in holding that a
claimed invention cannot be held “obvious,” and thus
unpatentable under 35 U.S.C. § 103(a), in the absence of
some proven  ‘teaching, suggestion, or motivation’ that
would have led a person of ordinary skill in the art to
combine the relevant prior art teachings in the manner
claimed.

Court’s Holding (?):
“[T]he Court of Appeals analyzed the issue [of
nonobviousness] in a narrow, rigid manner inconsistent
with § 103 and our precedents.”  Slip op. at 24.
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Substantive Impact Ð Is TSM Still Good
Law?

Compare
“[T]he Court of Appeals analyzed the issue [of nonobviousness] in a narrow,
rigid manner inconsistent with § 103 and our precedents.”  Slip op. at 24.
“The flaws in the analysis of the Court of Appeals relate for the most part to
the court’s narrow conception of the obviousness inquiry reflected from its
application of the TSM test.”  Slip op. at 15-16.

With
“In the years since the Court of Customs and Patent Appeals set forth the
essence of the TSM test, the Court of Appeals no doubt has applied the test
in accord with these principles in many cases. There is no necessary
inconsistency between the idea underlying the TSM test and the Graham
analysis. But when a court transforms the general principle into a rigid rule
that limits the obviousness inquiry, as the Court of Appeals did here, it errs.”
Slip op. at 15.
TSM “capture[s] a helpful insight.”  Slip op. at 14.
Need to “determine whether there was an apparent reason to combine . . . .”
Slip op. at 14.
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Substantive Impact Ð S. Ct. Supports
Fed.Cir.Õs application of TSM in other cases

Kahn - “[R]ejections on obviousness grounds cannot be
sustained by mere conclusory statements; instead, there must
be some articulated reasoning with some rational
underpinning to support the legal conclusion of
obviousness.” cited Slip op. at 14.
DyStar - “Our suggestion test is in actuality quite flexible and
not only permits, but requires, consideration of common
knowledge and common sense.” cited Slip op. at 18.
Alza - “There is flexibility in our obviousness jurisprudence
because a motivation may be found implicitly in the prior art.
We do not have a rigid test that requires an actual teaching to
combine . . .” cited Slip op. at 18.
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Substantive Impact Ð New Standard?
Court rejects Federal Circuit’s “rigid approach” and focuses on  “flexible” and
“functional” approach .  Slip op. at 11-12.
New avenues of inquiry

“Common sense”-
Mentioned five times.
“Common sense teaches, however, that familiar items may have obvious uses beyond their
primary purposes, and in many cases a person of ordinary skill will be able to fit the teachings
of multiple patents together like pieces of a puzzle.” Slip op. at 16-17.

“[D]esign incentives and other market forces”  Slip op. at 13, 14, 15
“Known Problem irrespective of field of endeavor” – “One of the ways in which a
patent’s subject matter can be proved obvious is by noting that there existed at the
time of invention a known problem for which there was an obvious solution
encompassed by the patent’s claims.”  Slip op. at 16.
Creative person having ordinary skill in the art?

“[T]ake account of the inferences and creative steps that a person of ordinary skill in the art
would employ.”  Slip op. at 14.
“A person of ordinary skill is also a person of ordinary creativity, not an automaton.”  Slip
op. at 17.
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Substantive Impact Ð New Standard?
Revival of old inquiries?

Must yield more than “predictable results” to be patentable?  Slip op. at 12.
Cite the decision making in Adams, AndersonÕs-Black Rock, and Sakraida as
instructive on question of nonobviousness – return of “synergy” standard?
“Although common sense directs one to look with care at a patent application
that claims as innovation the combination of two known devices according to
their established functions, it can be important to identify a reason that would
have prompted a person of ordinary skill in the relevant field to combine the
elements in the way the claimed new invention does. “  Slip op. at 14-15.
“Obvious to try” viable grounds for invalidity?  Slip op. at 17.

No more “analogous art” requirement?
“[w]hen a work is available in one field of endeavor . . . Can prompt variations of
it, either in the same field or a different one”  Slip op. at 13.

Are “secondary considerations” less valuable to rebut case of obviousness?
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Substantive Impact Ð Fed. Cir. Post-KSR
Leap Frog v. Fisher-Price (Fed. Cir. May 9, 2007) Ð
“An obviousness determination is not the result of a
rigid formula disassociated from the consideration
of the facts of a case. Indeed, the common sense of
those skilled in the art demonstrates why some
combinations would have been obvious where
others would not. See KSR Int’l Co. v. Teleflex Inc.,
550 U.S. __ (2007) (“The combination of familiar
elements according to known methods is likely to be
obvious when it does no more than yield predictable
results.”) Slip op. at 7.
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Procedural Impact Ð What About
Already Issue/Adjudicated Patents?

S. Ct. states no necessary inconsistency
between the idea underlying the TSM test and
the Graham analysis. See Slip op. at 15.
Verizon v. Vonage Retrial Request.
Reduced presumption of validity for art not
cited in front of PTO?  Slip op. at 23.
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Procedural Impact Ð Law or Fact ?
Possibly folds the TSM-like inquiry into the
question of law level of the analysis.

Identified as a “legal question” Slip op. at 21.

Examiners still need to provide evidence in
rejecting for obviousness.

“To facilitate review, this analysis should be
made explicit.”  Slip op. at 14.
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Impact on Patent Prosecution
Much more thought should be given to prior art searching pre-filing

Even more important if new PTO rules implemented giving filers limited
bites at the apple and limited number of claims

PTO interim guidelines
“Therefore, in formulating a rejection under 35 USC 103(a) based upon a
combination of prior art elements, it remains necessary to identify the reason
why a person of ordinary skill in the art would have combined the prior art
elements in the manner claimed.”

What we might actually expect to see from Examiners?
Potential Rebuttals

In re Kahn Slip Op. at 14
“Unexpected results” and “teaching away [from combination]” Slip Op. at 12
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Impact on Patent Litigation
Importance of venue selection
Is "obviousness" now purely a question of
law?  Will we have "KSR hearings" like
Markman hearings?
Use of Summary Judgment more prevalent?
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ÒOtherÓ Patent Influences in 2007

Proposed Patent Reform Legislation
PTO Rules Changes
Other Supreme Court Cases (eBay,
MedImmune, Microsoft)
ITC Cases
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